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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE
THE PATENT TRIAL AND APPEAL BOARD

Ex parte ANTHONY J. DECOLOGERO1

Appeal 2016-000778 
Application 13/815,305 
Technology Center 1700

Before MARK NAGUMO, JAMES C. HOUSEL, and LILAN REN, 
Administrative Patent Judges.

NAGUMO, Administrative Patent Judge.

DECISION ON APPEAL

Anthony J. DeCologero (“DeCologero”) timely appeals 

under 35 U.S.C. § 134(a) from the Final Rejection2 of claims 10—17.3 We 

have jurisdiction. 35 U.S.C. § 6. We affirm.

1 The real party in interest is identified as the inventor,
Anthony J. DeCologero. (Appeal Brief, filed 11 May 2015 (“Br.”), 3.)

2 Office action mailed 8 January 2015 (“Final Rejection”; cited as “FR”).

3 Remaining copending claims 18—23 have been withdrawn from 
consideration by the Examiner, and are not before us.
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OPINION

A. Introduction4

The subject matter on appeal relates to a “solar heat film” designed to 

provide light and heat for passive solar heating and illumination. The film 

has black stripes substantially parallel to white stripes, the black stripes 

being applied to both sides of a white material so the black stripes are 

opposed to one another. The ’305 Specification reveals that the white 

material may be various materials such as cloth and Tyvek®.

(Spec. 4 [0017].) The black material “can be selected from, or be a mixture 

of: ink, paint, tar, rubber, sand, dirt gypsum, wood, metal, synthetics, stains 

or dyes.” {Id. at [0018].) In the words of the Specification, “having the 

black on both sides of the whit[e] fabric . . . creates a motion to draw the 

most heat gain straight through the Solar Heat Film/Shade. This brings it 

[i.e., the heat] directly into the structure you are trying to heat.”

{Id. at 3 [0012].) According to the Specification, the function of the white 

part “is to let the heat pass through it. The white fabric does not capture or 

contain heat, it lets the heat flow inward.” {Id. at [0013].)

Sole independent claim 10 is representative and reads:

A solar heat film for producing heat by converting solar rays 
into flowing heat and for allowing a portion of sunlight to pass 
therethrough for lighting inside of a structure, 
said solar heat film comprising:

a basic white material,

4 Application 13/815,305, Solar heat film/solar heat shade and system 
thereof, filed 19 February 2013. We refer to the “’305 Specification,” which 
we cite as “Spec.”
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said basic white material having two sides, and capable 
of allowing heat to pass therethrough and light;

a plurality of black heat stripes attached upon said basic 
white material, said black heat stripes 

being applied to said two sides of said basic white 
material oppositely to one another, and substantially 
covering the basic white material; and

a plurality of white stripes upon said solar heat film 
formed by said basic white material not being covered 
by said plurality of black heat stripes and 
being further substantially parallel to the black heat 
stripes;

wherein said solar heat film is hung and applied to one or 
more windows, doors or glass areas in the structure for 
heating and lighting.

(Claims App., Br. 19; some indentation and paragraphing added.)

The Examiner maintains the following grounds of rejection5,6:

A. Claims 10-17 stand rejected under 35U.S.C. § 112(1) for 
lack of enablement.

B. Claims 10—17 stand rejected under 35 U.S.C. § 103(a) in 
view of Blindsgalore.5 6 7

C. Claims 10-17 stand rejected under 35 U.S.C. § 103(a) in 
view of the combined teachings of Blindsgalore and Ikea.8

5 Examiner’s Answer mailed 12 August 2015 (“Ans.”).

6 Because this application was filed before the 16 March 2013 effective date 
of the America Invents Act, we refer to the pre-AIA version of the statute.

7 Blindsgalore
http://www.blindsgalore.com/WindowProduct.asp?id=709414 
via Internet Wayback Machine,
https://web.archive.Org/web/20110326145632/http://www.blindsgalore.com/ 
WindowProduct.asp?id=709414, March 26, 2011.

8 Ikea Sofia Fabric http://www.ikea.com/us/en/catalog/products/90160027/ 
via Internet Wayback Machine,
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D. Claims 10-17 stand rejected under 35 U.S.C. § 103(a) in 
view of Decorative Films.9

E. Claims 10-17 stand rejected under 35 U.S.C. § 103(a) in 
view of Referee T-Shirt.10

F. Claim 11 stands rejected under 35 U.S.C. § 112(1) for lack of 
written description.

G. Claim 15 stands rejected under 35 U.S.C. § 112(2) as 
indefinite.

B. Discussion

The Board’s findings of fact throughout this Opinion are supported by 

a preponderance of the evidence of record.

Initially, we note that DeCologero presents arguments only for the 

patentability of claim 10, and does not state affirmatively that the rejections 

of dependent claims 11—17 are appealed. We assume, without deciding, that 

DeCologero intends that claims 11—17 stand or fall with claim 10. We have 

noted that the Examiner indicated that the rejections of claims 11 and 15, 

labeled F and G, supra, would be overcome by amendments proposed after

https://web.archive.org/web/2011092213123 l/http://www.ikea.com/us/en/ca 
talog/products/90160027, September 22, 2011.

9 Decorative Films http://www.decorativefilm.com/products/516-3m-fasara- 
sh2csnk-nokto-50-wide.aspx via Internet Wayback Machine, 
https://web.archive.Org/web/20130108121743/http://www.decorativefilm.co 
m/products/516-3m-fasara-sh2csnk-nokto-50-wide.aspx; January 8, 2013.

10 http://www.mahalo.com/how-to-make-a-referee-halloween-costume via 
Internet Wayback Machine
https://web.archive.org/web/20100610082643/http://www.mahalo.com/ho w- 
to-make-a-referee-halloween-costume.
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the final rejection, but not entered. (Advisory Action, 3,14; 5,17.) 

Because we deal only with the claims before us, we summarily affirm 

Rejections F and G.

Rejection A: enablement

As the predecessor to our reviewing court explained nearly five 

decades ago, disclosure is presumed to be enabling, “unless there is reason 

to doubt the objective truth of the statements contained therein which must 

be relied on for enabling support.” In re Marzocchi, 439 F.2d 220, 223 

(CCPA 1971). Whether a claim is enabled by the supporting specification is 

a question of law based on underlying facts. The critical inquiry is whether 

a person of ordinary skill in the art would have required “undue 

experimentation” to make and use the claimed invention. Illustrative factors 

that should be considered in this inquiry include the amount of 

experimentation necessary, the amount of guidance provided, the nature of 

the invention, and so forth. In re Wands, 858 F.2d 731, 737 (Fed.

Cir. 1988).

Here, the Examiner holds that the Specification does not teach 

“a method for making and using the invention that correlates to the scope of 

the claimed invention such that one of ordinary skill in the art would know 

how the film as claimed converts solar rays into ‘flowing heat.’” (FR 5,

11. 2—5.) The Examiner finds further, “[tjhere is not disclosure of how the 

absorbed heat is flowing.” {Id. at 1. 16.) The Examiner contrasts “flowing 

heat” with “regular heat produced by absorbing light” (Ans. 3,1. 1.)

There are several difficulties with the Examiner’s analysis, perhaps 

chief of which is the absence of an explanation of why lack of understanding

5
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of what makes the invention work would result in undue effort in placing 

black stripes facing one another on both sides of a white sheet of material 

and hanging the striped sheet in a doorway or window of a structure. Nor 

has the Examiner explained why a lack of understanding of how the sheet 

performs its stated functions (“converting solar rays into flowing heat” and 

“allowing a portion of sunlight to pass therethrough for lighting inside of a 

structure”) would impede making and using the invention. To the extent the 

Examiner may be arguing that the concept of “flowing heat” is somehow 

ambiguous, the Examiner has not come forward with any credible evidence 

that those skilled in the art would have had any substantial difficulty 

understanding the term or that such persons would have doubted that the 

claimed invention would perform the objective of providing heat and light 

from sunlight, through the claimed solar heat film, to the interior of a 

structure. Ambiguity is, in any event, more of an issue of indefmiteness 

under § 112, second paragraph (now § 112(b)). In this regard, the Examiner 

has not entered a rejection for indefmiteness; nor has the Examiner 

explained in what ways a person having ordinary skill in the art would have 

been uncertain about the metes and bounds of the claimed subject matter.

The rejection for lack of enablement is reversed.

Rejection E: Referee T-shirt

DeCologero urges that the Examiner has not explained why the 

instructions to make a Referee T-shirt, namely, applying tape to the outside 

front and back of a T-shirt, would have suggested meeting the limitation that 

black material be applied to both sides of the white material, i.e., to the 

inside of the T-shirt, as well as the outside of the T-shirt. (Br. 11, last para.)

6
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It is hornbook patent law that a prima facie case of obviousness over 

prior art requires a demonstration that every limitation recited in the claim is 

met or suggested by the applied prior art. While claims in an application for 

patent are to be given the broadest reasonable interpretation in light of the 

specification, the Examiner has not directed our attention to any disclosure 

in the ’305 Specification that persuades us that the proposed interpretation 

that the front and the back side of a T-shirt represent “both sides of the white 

material” would have been regarded as reasonable. Nor has the Examiner 

explained why DeCologero’s interpretation is unreasonably narrow.

Rejection E is reversed.

Rejections B—D: Blindsgalore, Ikea, and Decorative Films

The Examiner finds that Blindsgalore discloses blinds having parallel 

colored stripes separated by white stripes, but that the reference is silent as 

to black stripes. (FR 7—8,121.)

DeCologero argues that Blindsgalore discloses “wavy vertical stripes 

clearly not parallel as claimed.” (Br. 14, last para.) This argument is not 

well-taken. Claim 10 requires that the white stripes be “substantially 

parallel to the black heat stripes.” DeCologero does not direct our attention 

to any definition in the ’305 Specification of the terms “stripes” or 

“substantially parallel,” nor to any description that suggests any functional 

consequences of minor deviations from parallelism, that might exclude the 

substantially parallel stripes, wavy though they may be, disclosed by 

Blindsgalore.

DeCologero urges the Examiner erred by engaging in hindsight 

reconstruction in the conclusion that it would have been obvious to select

7
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black stripes as a design consideration. Such considerations are not, in 

DeCologero’s view, relevant prior art under the so called Graham11 test. 

This argument is not persuasive of harmful error. It is well settled that the 

motivation for combining prior art teachings need not be the same as that of 

the Appellant. KSRInt’l Co. v. Teleflex Inc., 550 U.S. 398, 420 (2007); see 

also In re Kemps, 97 F.3d 1427, 1430 (Fed. Cir. 1996), and In re Dillon,

919 F.2d 688, 692—693 (Fed. Cir. 1990) (en banc). Blindsgalore is 

concerned with interior decoration—in particular, with window treatments. 

It thus requires no more than ordinary experience to conclude that the 

ordinary dweller would have considered different color schemes, including 

black and white, for variously colored window treatments. It is of no 

moment that Blindsgalore is silent regarding the technology of heat transfer. 

In any event, as the Examiner explains, “[i]t is conventionally known that 

white material would allow light and heat to pass through as compared to 

dark materials which are known to absorb energy and thus generate heat. 

Therefore, the invention of Blindsgalore would be capable of achieving this 

feature.” (FR 8,11. 11—14.) DeCologero has not shown error in these 

findings or in the conclusions based on them.

For the same reasons, DeCologero’s objections to the Examiner’s 

reliance on Ikea are not persuasive of harmful error. Indeed, as DeCologero 

states, “Ikea shows fabric having black and white stripes.” (Br. 16,11. 10- 

11.) Thus, the substitution of the black-and-white striped fabric for the

11 Graham v. John Deere Co. of Kansas City, 383 U.S. 1, 17—18 (1966).
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striped material suggested by Blindsgalore would have been the obvious 

substitution of one suitable material for another.12

The same considerations apply to Decorative Films. Although 

DeCologero points to the statement that the material described by 

Decorative Films is “‘[n]ot recommended for applications in direct sunlight 

due to heat cracking’” {id. at 11. 29-30) (emphasis omitted), the Examiner 

responds that the feature of “direct sunlight[] [is] not recited in the rejected 

claim(s)” (Ans. 19,11. 13—14) and that “[t]he films may be used in 

applications that are not in direct sunlight and still function as a decorative 

material or a light absorbing material” {id. at 19,11. 16—18). In this regard, 

we note that DeCologero has not directed our attention to any credible 

evidence that the materials described by Decorative Films would be 

rendered ineffective as solar heat films if not placed in direct sunlight. Nor 

has DeCologero directed our attention to credible evidence that those films 

likely would be rendered ineffective in such a short period of time that they 

would not serve as heat films if placed in direct sunlight.

12 The condition that the black stripes be “attached on said basic white 
material” and that “said black stripes be[] applied to both sides of said basic 
white material oppositely to one another” are process-of-making conditions 
in a claim to a product. The inclusion of “inks, paint, . . . stains and dyes” 
(Spec. 4 [0018]) as exemplary black materials makes clear that these 
conditions would be met if the basic white material is wetted and penetrated 
through by such black materials. Thus, the black and white material 
disclosed by Ikea—or the material of a referee shirt—would appear to meet 
the limitations of claim 1.

9
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C. Order

It is ORDERED that Rejection A (enablement) and Rejection E 

(obviousness, Referee T-shirt) of claims 10—17 are reversed.

It is FURTHER ORDERED that Rejection B (Blindsgalore), 

Rejection C (Blindsgalore and Ikea), Rejection D (Decorative Films), and 

Rejections F and G, are affirmed.

No time period for taking any subsequent action in connection with 

this appeal may be extended under 37 C.F.R. § 1.136(a).

AFFIRMED
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