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Introduction 

This suit is a challenge to a denial of Mr. Hyatt’s request that the USPTO 

institute rulemaking to change USPTO procedures that he does not like.  Mr. Hyatt’s 

petition insists that MPEP § 1207.04 conflicts with 35 U.S.C. §§ 6(b)(1) and 134(a).  

The panel heard and correctly rejected the arguments in Mr. Hyatt’s petition, and 

neither he nor the amici provide any reason to revisit the panel’s decision.   

As the panel explained, nothing in the Patent Act prevents an examiner from 

reopening prosecution to fulfill his statutory duties, and that procedure does not 

deprive the applicant of his right of review.  The USPTO has maintained guidance 

since at least 1948 explaining that, after an applicant has filed an appeal brief within 

the agency, an examiner may—with the permission of a supervisor—reopen 

prosecution to address new issues raised in the appeal brief or to reconsider his initial 

decision.  Mr. Hyatt and the amici incorrectly suggest that changes in 2005 

eliminated the ability of applicants to continue with their appeal after reopening.  But 

today, as ever, the applicant has the right to proceed with his appeal immediately 

after the examiner has reopened prosecution; the small procedural revisions in 2005 

for reopening that Mr. Hyatt emphasizes did not change that.   

And the USPTO guidance is consistent with the Patent Act.  As the panel 

explained, section 134(a) provides applicants with a right to file an appeal after two 

rejections, and section 6(b)(1) outlines the Board’s duties, but neither creates an 
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unavoidable command that the Board must reach the merits of every appeal once 

filed.  The panel’s reading is consistent with the plain language of those sections, as 

well as their place in the iterative nature of patent examination. The Patent Act 

compels the USPTO to take every precaution to issue valid patents; it does not 

foreclose the examiner—who is the agency official in charge of the application when 

the appeal brief is filed—from revisiting his initial determination and taking 

necessary action to accomplish that statutory charge.   

MPEP § 1207.04 merely reflects basic principles of administrative law.  This 

Court and numerous other “courts have uniformly concluded that administrative 

agencies possess inherent authority to reconsider their decisions, subject to certain 

limitations, regardless of whether they possess explicit statutory authority to do so.”  

Tokyo Kikai Seisakusho, Ltd v. United States, 529 F.3d 1352, 1360-61 (Fed. Cir. 

2008).  The MPEP’s guidance is also consistent with the cases Mr. Hyatt relies on, 

which explain that the USPTO must follow its own rules and must allow applicants 

an opportunity to respond to agency action—an opportunity that MPEP § 1207.04 

provides. 

And, as the panel recognized, if an applicant believes the USPTO is 

unreasonably delaying processing of his applications, he also has recourse through 

petitions and through the Administrative Procedure Act, which provides for a suit 

for unreasonable delay.  Finally, Mr. Hyatt’s and the amici’s argument—that 
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allowing examiners to reopen prosecution constitutes a bad policy choice—are based 

on misconceptions and, more importantly, are irrelevant to whether MPEP § 1207.04 

violates the Patent Act. 

Argument 

This Court’s review of a USPTO determination not to engage in the 

rulemaking Mr. Hyatt seeks is “extremely limited” and “highly deferential.” 

Massachusetts v. EPA, 549 U.S. 497, 527-28 (2007).  An “agency’s refusal to 

institute rulemaking proceedings is at the high end of the range of levels of deference 

given to agency action under the arbitrary and capricious standard.” Preminger v. 

Secretary of Veterans Affairs, 632 F.3d 1345, 1353 (Fed. Cir. 2011) (quotation 

marks omitted).   

Mr. Hyatt asserts that MPEP § 1207.04, which is nearly identical to guidance 

that the USPTO has followed since at least 1948, nevertheless conflicts with 

statutory provisions—35 U.S.C. §§ 134(a) and 6(b)(1)—enacted soon after.1  There 

is no conflict.   

As an initial matter, Mr. Hyatt and his amici wrongly claim that this guidance 

first came into existence in 2005.  E.g., Petition 4, 8.  At all times since 1948—in 

the original MPEP—the examiner could reopen prosecution after an appeal brief 

                                           
1 The substance of § 6(b)(1) was enacted, as 35 U.S.C. § 7, in 1952. Compare 35 
U.S.C. § 7 (1952) with 35 U.S.C. § 6(b)(1). The substance of § 134(a) was also 
enacted in 1952. Compare 35 U.S.C. § 134 (1952) with 35 U.S.C. § 134(a).  
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was filed.  MPEP § 14-1-6.2 (1948) (allowing for reopening prosecution after appeal 

brief); MPEP § 1208.01 (Nov. 1953) (“A new ground of rejection (new reference or 

otherwise) may be introduced after appeal either by reopening the prosecution or by 

including the rejection in the Examiner’s Answer ….”); MPEP § 1208.02 (Feb. 

2003); MPEP § 1207.04 (Aug. 2005).  The only relevant change from 2004 to 2005 

was that, under the newer version, the applicant files a second “notice of appeal” and 

a new brief—with a credit for the previously paid appeal fee—rather than filing a 

“supplemental brief” (also a new brief)—with that same credit.  Under both 

scenarios, the applicant may immediately appeal from the new rejection.  See MPEP 

§ 1207.04 (explaining that, after reopening, applicant may “initiate a new appeal by 

filing a new notice of appeal”).2   

As the panel explained, the examiner’s decision to reopen prosecution instead 

of filing an answer does not violate either section 6(b)(1) or section 134(a) of the 

Patent Act.  Panel Op. 15-17.  Section 6(b)(1) does not create any rights; rather, it 

“provides in general terms an organization or vehicle for review of adverse 

decisions.”  In re Hengehold, 440 F.2d 1395, 1404 (CCPA 1971) (referring to 

predecessor § 7); see Panel Op. 16.  And nothing in section 134(a) indicates that—

                                           
2 Indeed, Mr. Hyatt’s focus on 2005 and later suggests that he does not dispute that 
the USPTO’s guidance before 2005 was proper under the Patent Act.  The statute 
did not change in 2005.  The procedure has not changed, and the guidance is still 
proper.  
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just because an applicant can file a notice of appeal—the Board must immediately 

take up that appeal.3  Even though an applicant may file a notice of appeal, there are 

a number of reasons the Board may never hear that appeal or may hear it at a later 

time.   

For example, per section 134(a) itself, an applicant must have “once paid the 

fee” for an appeal.  See Panel Op. 16.  The panel also recognized that the Patent Act 

and USPTO regulations permissibly impose time limits and requirements for the 

contents of an applicant’s brief.  Id.; see 35 U.S.C. §§ 133, 41(a)(6), 2(b)(2)(A) & 

(B); 37 C.F.R. §§ 41.4, 41.35(b)(5), 41.37, 41.45; see also 37 C.F.R. § 41.31(c) 

(“Questions relating to matters not affecting the merits of the invention may be 

required to be settled before an appeal can be considered.”).  An applicant’s failure 

to comply with these requirements precludes an applicant from having an appeal 

heard by the Board and in some cases results in abandonment of the application, 

even though the applicant has filed a “written appeal” as specified in section 6(b)(1).  

See, e.g., In re Riggs, 457 F. App’x 923, 925 (Fed. Cir. 2011) (unpublished) 

(discussing approvingly the rules that require that an appeal be “properly prepare[d]” 

before it reaches the Board); In re James, 432 F.2d 473, 475-76 (CCPA 1970) 

                                           
3 Notably, Mr. Hyatt never raised section 134(a) before the agency.  Appx76-77.  
“[A] party will normally forfeit an opportunity to challenge an agency rulemaking 
on a ground that was not first presented to the agency for its initial consideration.” 
Advocates for Highway and Auto Safety v. Federal Motor Carrier Safety Admin., 
429 F.3d 1136, 1150 (D.C. Cir. 2005). 
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(holding that Court lacked jurisdiction to review Board action disposing of appeal 

on procedural grounds); id. at 477-78 (Rich, J., dissenting) (pointing out that an 

appeal may be disposed of without conducting merits review); In re Voss, 557 F.2d 

812, 816 (CCPA 1977).  Thus, the threshold ability to file an appeal after two 

rejections under section 134(a) does not amount to a right to force the Board to reach 

the merits of that appeal, no matter whether the applicant has complied with other 

requirements. 

Mr. Hyatt’s insistence that the Board must reach the merits of an appeal once 

it is filed because the statute says an applicant may appeal after two rejections, and 

not one or three rejections, makes no sense in view of the patent examination 

process.  Mr. Hyatt does not dispute that, after the Board or this Court reverses 

rejections and remands to an examiner, “the Patent Office can always reopen 

prosecution and cite new references, in which limited sense [this Court’s] mandates 

amount to remands.” In re Gould, 673 F.2d 1385, 1386 (CCPA 1982); 37 C.F.R. 

§ 1.198.  And if the rejections are affirmed, the applicant may continue to pursue 

patent claims through continuation applications.  37 C.F.R. § 1.78; 35 U.S.C. § 120.  

It would make no sense to read section 134(a) to prevent an applicant from appealing 

to the Board simply because the applicant’s claims have been rejected more than 

twice. 
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More broadly, MPEP § 1207.04 simply reflects well-recognized admini-

strative law principles.  “[T]he courts have uniformly concluded that administrative 

agencies possess inherent authority to reconsider their decisions, subject to certain 

limitations, regardless of whether they possess explicit statutory authority to do so.”  

Tokyo Kikai, 529 F.3d at 1360-61; see Last Best Beef, LLC v. Dudas, 506 F.3d 333, 

340-41 (4th Cir. 2007) (as a federal agency, the USPTO possesses “inherent 

discretion to correct its own errors and to manage its own docket”); Ivy Sports Med., 

LLC v. Burwell, 767 F.3d 81, 86 (D.C. Cir. 2014); Macktal v. Chao, 286 F.3d 822, 

825-26 (5th Cir. 2002) (collecting cases).  This legal principle has particularly strong 

application in the patent examination context, given the Director’s “obligation to 

refuse to grant a patent if he believes that doing so would be contrary to law.” In re 

Alappat, 33 F.3d 1526, 1535 (Fed. Cir. 1994) (en banc); see 37 C.F.R. § 1.104(a) (it 

is the examiner’s duty to perform a “complete” examination).  Indeed, in Blacklight 

Power, Inc. v. Rogan, 295 F.3d 1269, 1273 (Fed. Cir. 2002), this Court approved the 

reopening of prosecution after the issue fee was paid, observing that “[t]he object 

and policy of the patent law require issuance of valid patents.”  

The examiner remains the USPTO official responsible for considering the 

merits of the application when a Board appeal brief is filed and may revisit his earlier 

patentability decisions.  37 C.F.R. § 41.35(a).  Thus, before jurisdiction passes to the 

Board, the examiner may realize that something about the appealed rejection 
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requires further attention, often based on new issues raised by the applicant’s brief.  

For example, the examiner may determine upon reading the brief that claims are 

allowable, that there is a different statutory basis for rejecting the claims, or that 

there is some other reason that the application should not issue as a patent.  

Procedures therefore have been implemented for the examiner to enter new grounds 

of rejection or allow claims in response to the applicant’s appeal brief, rather than 

requiring the applicant, the examiner, and the Board to undergo an entire appeal to 

the Board (and potentially to this Court) before the examiner has the chance to issue 

the appropriate rejection or allowance on remand.  See MPEP § 1207.04. 

Precluding the examiner from reopening prosecution would also violate a 

separate provision of the Patent Act, as the USPTO explained to the panel.  Under 

35 U.S.C. § 131, the Director of the USPTO must “issue a patent” if, after 

examination, “it appears that the applicant is entitled to a patent under the law.”  If 

the examiner realizes upon reading the applicant’s appeal brief that he should 

withdraw all rejections, then the examiner must issue the patent.  But that would 

require the examiner to reopen prosecution, and Mr. Hyatt’s view of the Patent Act 

as requiring an applicant to be allowed to appeal without the examiner reopening 

prosecution would legally prevent the examiner from doing that. 

Mr. Hyatt’s separate argument that the panel decision violates judicial 

precedent fails to justify rehearing.  Mr. Hyatt’s lead case, Steinmetz v. Allen, 192 
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U.S. 543 (1904), is inapposite.  As an initial matter, if that case were so important to 

Mr. Hyatt’s ongoing argument that the USPTO cannot reopen prosecution, he might 

have cited it to the USPTO in one of his two petitions for rulemaking.  He might 

have cited it to the district court.  He might have cited it in his merits briefing to this 

Court.  He did none of those.  Instead, even though Steinmetz was decided in 1904, 

Mr. Hyatt first raised it less than two weeks before oral argument to this Court, in a 

letter.  ECF No. 30 (Feb. 20, 2018).  He now accuses the panel of giving his 350-

word argument short shrift.  Petition 2 (alleging “cursory analysis” that does not 

address Steinmetz); Petition 5.   

Regardless, Steinmetz has nothing to do with the issue raised by Mr. Hyatt 

here.  ECF No. 31 (Feb. 26, 2018).  There, the examiner required the applicant to 

file a divisional application because, at the time, USPTO Rule 41 prohibited 

combining process and apparatus claims in one application. 192 U.S. at 543-547.  

The Court held the rule invalid because the statute had no such prohibition.  Id. at 

563.  Because the applicant had a right to pursue both types of claims jointly, the 

examiner’s requirement was “a rejection of the application” and was properly 

appealable. 

Contrary to Mr. Hyatt’s characterization, the Court in Steinmetz did not 

categorically hold “that an examiner ... could not refuse to file an Examiner’s 

Answer so as to defeat the appeal.”  Petition 5.  Rather, because there was an 
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appealable rejection in that case, the Court merely observed in 1904 that then-

existing PTO Rule 135 “made the duty of the examiner” to respond to the appeal 

brief.  Steinmetz, 192 U.S. at 564-66.  Today’s USPTO regulations and guidance 

provide otherwise:  The examiner may file an answer and may also reopen 

prosecution.  37 C.F.R. § 41.39(a); MPEP § 1207.04.  Furthermore, this Court has 

recognized that Steinmetz’s holding was abrogated by 35 U.S.C. § 121.  Pfizer, Inc. 

v. Teva Pharms. USA, Inc., 518 F.3d 1353, 1360-61 (Fed. Cir. 2008); see also P.J. 

Federico, Commentary on the New Patent Act (1954), reprinted at 75 J. Pat. and 

Trademark Off. Soc. 161, 194-195 (§ 121 rendered Steinmetz “obsolete”). 

The Federal Circuit precedent cited by Mr. Hyatt is equally inapposite.  Both 

In re Leithem, 661 F.3d 1316 (Fed. Cir. 2011), and In re McDaniel, 293 F.3d 1379 

(Fed. Cir. 2002), remanded cases to the Board because the rejection that the Board 

addressed was not the rejection made by the examiner.  Section 6(b)(1) limits the 

authority of the Board as an appellate body to reviewing “adverse decisions of 

examiners.”  Those cases thus support the examiner’s authority to reopen 

prosecution because reopening provides the applicant with a right to respond to the 

rejection, an opportunity that this Court held the applicants did not have in Leithem 

and McDaniel.  This Court determined that the rejections should have been made 

first by the examiner before sending those cases to the Board.  And Hengehold, 440 

F.2d 1395, stands for the unremarkable proposition that an applicant has a right to 
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appeal to the Board.  That does not mean that the Board has to reach the merits of 

the appeal if circumstances warrant reopening prosecution.  Indeed, section 

“134(a)’s recognition that the applicant need only have ‘once paid the fee’ for an 

appeal recognizes that an applicant’s appeal might be reinstated later, after further 

action by the USPTO, but that the applicant in that situation need not pay the fee 

again for that particular appeal.”  Appx55. 

Allowing the examiner to reopen prosecution is similar to what sometimes 

occurs on appeal in this Court.  When an applicant files an appeal brief here, the 

USPTO sometimes realizes that an aspect of the Board’s decision requires 

adjustment, and the USPTO requests a remand.  This Court routinely grants such 

remands, even when the applicant opposes.4  See, e.g., In re Bursey, No. 2016-2675 

(Fed. Cir. Apr. 28, 2017) (nonprecedential) (remanding appeal after the filing of 

appellant’s opening brief to allow Board to reconsider, over the objection of 

appellant).  Indeed, this Court has noted that an “agency may request a remand 

(without confessing error) in order to reconsider its previous position”; remand is 

“usually appropriate” in those circumstances.  SKF USA Inc. v. United States, 254 

F.3d 1022, 1029 (Fed. Cir. 2001).  The language of 35 U.S.C. § 144—indicating that 

this Court “shall review” the agency’s decision—is very similar to that of section 

                                           
4 No such request is necessary in a Board proceeding because the examiner is still 
the USPTO official with jurisdiction over the application. 
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6(b)(1).  No one would argue that this Court lacks the authority to grant those 

remands. 

As the USPTO explained to the panel, the unique nature of a Board proceeding 

further undermines Mr. Hyatt’s analogy to an appeal governed by the Federal Rules 

of Appellate Procedure.  Petition 7; see USPTO Br. 38-42.  When a party files an 

appeal from a U.S. district court to a U.S. court of appeals, the record is fully formed. 

On the other hand, in patent examination, the issues are often still being developed 

after the notice of “appeal” is filed.  A patent applicant can still file new evidence 

after filing a notice of “appeal.”  37 C.F.R. § 41.33.  And, more typically, applicants’ 

appeal briefs raise new issues that examiners must respond to, pursuant to their 

statutory duty to assess patentability.5 

The remaining policy arguments from Mr. Hyatt and the amici do not speak 

to the legal issues raised in the petition.  Nonetheless, the policy arguments lack 

merit.  Mr. Hyatt asserts that allowing examiners to reopen prosecution is bad 

policy—that it is essentially a delay tactic that prevents the applicant from obtaining 

review.  As the USPTO explained and the panel recognized, there are checks against 

and remedies for improper reopening, including that a supervisor must approve 

                                           
5 One common example is an appeal brief that includes a new argument describing 
activities of the inventor that the examiner believes may constitute a prior public use 
under 35 U.S.C. § 102(a).  The examiner in that case can and should reopen 
prosecution to request information about that use; that information will not otherwise 
be available to the Board.   
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reopening, an applicant may petition for further review of such a reopening, and an 

applicant may sue for unreasonable delay under the Administrative Procedure Act.  

Panel Op. 17; Appx61; 5 U.S.C. §§ 702, 706(1).  Complaints that some examiners 

have not followed USPTO guidance (Russell Br. 5; Boundy Br. 5-7) are not a reason 

to revisit the panel decision and upend the guidance.6 

More broadly, as already discussed, a process that requires an entire appeal 

before the examiner can issue a new ground of rejection or allow claims (see, e.g., 

Russell Br. 4-5) would waste time on a process that may no longer be relevant or 

necessary.7  Mr. Hyatt’s applications present just such a situation, where requiring 

the appeal to go forward would be a waste of time.  Mr. Hyatt’s web of 400 related 

applications, as of 2013, contained more than 115,000 total claims with many 

different possible priority dates for each claim.  Panel Op. 2.  The size and volume 

of these applications, and especially their interconnectedness and shifting nature, 

posed significant examination challenges that required a new approach.  The 

examiners therefore issued, in almost all of Mr. Hyatt’s applications, a 

                                           
6 Mr. Boundy’s “survey” about the frequency of USPTO error (Boundy Br. 13-15) 
appears to be an informal collection of anecdotes. 
7 As Mr. Russell recognizes, there are certain types of rejections that can be raised 
by reopening prosecution that cannot be raised in examiners’ answers. MPEP 
§ 1207.04; see MPEP § 1207.03(II).  Eliminating the examiner’s ability to reopen 
prosecution would also, in some instances, result in a loss of applicants’ patent-term 
adjustment for the period of any appeals other than the final one.  35 U.S.C. 
§ 154(b)(1)(C)(iii); see 37 C.F.R. § 1.702(e); 37 C.F.R. § 1.703(e). 
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“Requirement” that sought answers from Mr. Hyatt on the interrelationships among 

his applications so the agency could treat his applications consistently and 

accurately.  Id. at 3; Hyatt v. USPTO, 146 F. Supp. 3d 771, 778 (E.D.Va. 2015) 

(describing “unmanageable” and “impossible” state of applications when 

Requirements issued in 2013).  In 80 of his approximately 400 total applications, 

Mr. Hyatt had most recently filed an appeal brief.  To implement the coordinated 

approach, the examiners reopened prosecution in those applications.   

Allowing appeals to go forward on some of Mr. Hyatt’s applications, while 

treating the others in a coordinated way, would defeat the purpose of the 

coordination.  Meanwhile, because the USPTO was able to coordinate its actions by 

issuing the Requirements, examination has continued, and Mr. Hyatt has, after 

extensive additional amendments, filed appeal briefs in some of those applications—

where he deems it necessary.  The process has allowed Mr. Hyatt to challenge the 

Requirements now, rather than years from now, as would have happened if the 

earlier appeals were required to go forward.   

Mr. Boundy focuses on the USPTO’s choice to promulgate MPEP § 1207.04 

as guidance rather than through notice and comment.  Boundy Br. 7-13.  But as the 

panel explained, it is too late to raise those complaints (Panel Op. 11-15).  Mr. Hyatt 

has not sought rehearing on that aspect of the decision.  And Mr. Boundy concedes 

that notice and comment could fix the guidance, undercutting the premise of Mr. 
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Hyatt’s argument that the guidance cannot stand—period—in light of the statutory 

scheme.  Petition 5-9. 

Finally, regardless of the merits of the rehearing petition, this case is not a 

good vehicle for panel or en banc review.  Mr. Hyatt already sought review in court 

of the USPTO’s decision to reopen prosecution in the 80 applications that motivated 

this suit and lost.  Hyatt v. USPTO, 146 F. Supp. 3d 771.  As the panel here explained, 

because of that decision, this suit “only seeks forward-looking relief” that would 

prevent the USPTO from reopening prosecution in his applications when he files 

appeal briefs in the future.  Panel Op. 11 & n.1.  But the USPTO has stated in court 

that, going forward, it intends to file examiner’s answers to any appeal briefs in Mr. 

Hyatt’s applications.  USPTO Motion for S.J., Hyatt v. USPTO, Case No. 1:14-cv-

1300, ECF No. 116-1, at 10-12 (E.D.Va. filed Sept. 17, 2015).  So the forward-

looking relief is unwarranted. 

CONCLUSION 

This Court should deny panel rehearing and rehearing en banc. 
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