
Dear Mr. Beck, 
 
Thank you for your email correspondence and attached letter dated June 5, 2018.  I understand that the 
USPTO is incredibly busy, and I appreciate you taking the time to respond to my original inquiry 
communicated via email on April 26, 2018.   
 
However, your letter did not alleviate my concerns, and instead only deepened them.  Further, the letter 
confirms my suspicions that the USPTO’s practice of issuing restriction requirements for the first time on 
final Office actions is an abuse of the USPTO’s discretion, a violation of the Code of Federal Regulations 
(CFR), and a violation of the Administrative Procedure Act.  I cannot reconcile your validation of this 
practice with the CFR, since the plain language of 37 CFR § 1.142(a), second sentence expressly prohibits 
this practice.   
 
As best I understand your position, you believe that 37 CFR § 1.145 is exempt from the timing requirement 
of 37 CFR § 1.142(a), second sentence because you believe this timing requirement only applies to 
originally presented claims.  Thus, your position appears to be that once an action on the originally 
presented claims has been issued, an Examiner is under no duty to abide by the timing requirements of 
37 CFR § 1.142(a), second sentence if Applicant thereafter amends the claims – even if no restriction 
requirement has been issued and no explicit election by Applicant has been made – because Applicant 
has already implicitly elected the originally presented claims by simply filing their Application.   The USPTO 
refers to this as “election by original presentation.”  Thus, according to the USPTO, by merely filing an 
Application, an Applicant gives up the right to challenge a restriction requirement (prior to a final Office 
action) for any claim amendments the USPTO considers to be distinct from the originally presented claims.   
 
As outlined below, I believe that the USPTO’s interpretation is improper because: (1) 37 CFR §§ 1.142-145 
should not be open to the USPTO’s interpretation in the first place since the words of 37 CFR § 1.142(a) 
clearly and unambiguously articulate when a restriction requirement may be made (before final); and (2) 
even assuming arguendo 37 CFR §§ 1.142-145 were ambiguous and open to interpretation, the USPTO’s 
chosen interpretation is not a reasonable one.   
 

I. The USPTO should not be able to interpret 37 CFR § 1.142(a) in the first place, nor limit 
the timing requirement’s applicability to only originally presented claims, because the 
plain language of 37 CFR § 1.142(a) clearly and unambiguously establishes the proper 
timing for a Restriction Requirement. 

 
The USPTO must follow its own regulations and procedures, including 37 CFR 1.142.  United States ex rel. 
Accardi v. Shaughnessy, 347 U.S. 260, 266–67 (1954).  And, when a regulation is clear and unambiguous, 
like 37 CFR 1.142, the USPTO is not empowered to interpret the statute or regulation as it desires.  SAS 
Inst., Inc. v. Iancu, 138 S. Ct. 1348, 1355 (2018) (citing Social Security Bd. v. Nierotko, 327 U.S. 358, 369 
(1946).  Instead, the USPTO must follow the CFR’s commands as written.  Id.  As described below, the 
timing requirement provided in 37 CFR § 1.142(a), second sentence, and its scope and applicability are 
clearly and unambiguously articulated in 37 CFR § 1.142(a), and are therefore not open to the USPTO’s 
interpretation.  Instead, the USPTO must follow the express commands of the regulation as written. 
 

a. The timing requirement is clear and unambiguous. 
 
To be sure, the words of 37 CFR § 1.142(a), second sentence are clear and unambiguous: a restriction 
requirement “may be made at any time before final action.”  There is no ambiguity in the text of 37 CFR 



§ 1.142(a) as to when a restriction requirement can be made.  Nor does the rule refer to some sub-class 
of restrictions – instead it refers to “a restriction,” generically.  The USPTO does not need to interpret this 
regulation to discern the proper timing for a Restriction Requirement, nor to decide whether the 
regulation allows for a restriction requirement to be issued on a final Office action.  The words of 37 CFR 
§ 1.142(a), second sentence provide a clear and plain prohibition: restriction requirements cannot be 
made on a final action.  This rules is not limited only to some sub-set of restrictions, and thus “a restriction” 
may only be made before.  The USPTO violates this rule every time it issues “a restriction” (even one due 
to election by original presentation), for a first time in a final rejection.  
 

b. 37 CFR § 1.142(a) is clear and unambiguous that the timing requirement applies to all 
restriction requirements.  It is mandatory, not optional; there are no exceptions. 

 
37 CFR § 1.142(a) is clear and unambiguous regarding the timing requirement’s applicability and scope.  
The plain words of the preamble of 37 CFR § 1.142(a) expressly state that the regulation applies to any 
“two or more independent and distinct inventions . . .  claimed in a single application.”  The regulation 
does not state that its timing requirement applies to only “some claims in a single application” or “claims 
of a type to be determined by the Director.”  The regulation provides no such ambiguity and leaves nothing 
open for the USPTO to interpret.  Rather, the regulation makes it plain and clear that the timing 
requirement included in its section (a), second sentence, applies any time two or more independent and 
distinct inventions are claimed in a single application.   
 
Thus, the USPTO is not allowed to interpret 37 CFR § 1.142(a) because 37 CFR § 1.142 is not ambiguous.  
In particular, the regulation plainly and clearly makes the timing requirement provided by 37 CFR § 
1.142(a), second sentence mandatory, not optional.  The statute expressly mandates that this timing 
requirement apply to the entirety of a single application, not just some claims in an application, or claims 
of a certain type.  As such, the USPTO does not have the liberty to interpret nor decide when the timing 
requirement should apply.  Nor can the USPTO limit the applicability of this timing requirement to only 
originally presented claims.  In continuing to issue restriction requirements on final Office actions, the 
USPTO is violating its own regulations by ignoring the explicit timing requirement of 37 CFR § 1.142(a), 
second sentence, and supplanting this timing requirement with its own concocted exception that is 
contrary to the plain commands of 37 CFR § 1.142(a). 
 

II. Even assuming arguendo sections 1.142-145 are ambiguous and open to interpretation, 
the USPTO’s chosen interpretation is an abuse of the USPTO’s discretion because it is 
erroneous and inconsistent with the CFR. 

 
The USPTO’s chosen interpretation of 37 CFR §§ 1.142-145 to permit restriction requirements on final 
Office actions is erroneous and inconsistent with the CFR, and is therefore an abuse of the USPTO’s 
discretion under the Administrative Procedure Act (APA).  5 U.S.C.A. § 706; Bowles v. Seminole Rock & 
Sand Co., 325 U.S. 410, 414, 65 S.Ct. 1215, 1217, 89 L.Ed. 1700 (1945).  Further, it should be noted that 
the deference given to the USPTO in interpreting its own regulations is dwindling, and may well be 
eviscerated in the near future. 
 

a. Chevron and Seminole Rock deference standards are weak and vulnerable. 
 
Under Chevron, when a federal statute is ambiguous, courts generally give deference to the relevant 
agency to interpret the language of the statute, unless the agency’s interpretation is arbitrary, capricious, 
or manifestly contrary to the statute.  Chevron U.S.A. Inc. v. Natural Resources Defense Council, Inc., 467 



U.S. 837, 843 (1984).  As a corollary to the Chevron deference standard, the Supreme Court has also stated 
that a similar kind of deference (often called the Auer or Seminole Rock deference) should apply to 
agencies’ interpretations of their own ambiguous regulations.  Under Seminole Rock deference, an 
agencies’ interpretation of its own regulation is controlling unless “plainly erroneous or inconsistent with 
the regulation.”  Bowles v. Seminole Rock & Sand Co., 325 U.S. 410, 414, 65 S.Ct. 1215, 1217, 89 L.Ed. 1700 
(1945).   
 
However, it should be noted that both of these deference standards now sit on shaky ground.  The 
Supreme Court has continued to chisel away at the Chevron deference standard, narrowing its 
applicability.  For example, Chevron deference does not apply to criminal statutes.  See, e.g., Abramski v. 
United States, 134 S. Ct. 2259, 2274 (2014).  As another example, in his majority opinion in SAS Inst., Inc. 
v. Iancu, for example, Justice Gorsuch articulated that “[e]ven under Chevron, we owe an agency's 
interpretation of the law no deference unless, after ‘employing traditional tools of statutory construction,’ 
we find ourselves unable to discern Congress's meaning.” SAS Inst., Inc. v. Iancu, 138 S. Ct. 1348, 1358, 
200 L. Ed. 2d 695 (2018) (quoting Chevron 467 U.S. at 843).  It is no secret that Justice Gorsuch outright 
opposes Chevron deference in its entirety.  When he sat on the 10th Circuit Court of Appeals, he authored 
a famous opinion in which he questioned the constitutionality of Chevron deference, and criticized it for 
allowing what he considered authoritative, capricious agency action.  Gutierrez-Brizuela v. Lynch, 834 F.3d 
1142, 1149-1158 (10th Cir. 2016).  Further, in both 2016 and 2017, the House of Representatives voted in 
favor of a bill abolishing Chevron deference on the ground that it is “difficult, if not impossible, to square 
with separation of powers.  H.R. 5, 115th Cong. § 107(c)–(d) (2017) (proposing amendments to 5 U.S.C. § 
706).   
 
Thus, it is unclear how much longer the Chevron and Seminole Rock deference standards will continue to 
exist, especially considering the large body of antithetical pre-Chevron case law recognizing that “the 
meaning of a statutory term” is properly a matter for “judicial [rather than] administrative judgment.” 
Pittston Stevedoring Corp. v. Dellaventura, 544 F.2d 35, 49 (C.A.2 1976) (Friendly, J.).  As such, agencies’ 
authoritative freedom will only continue to diminish, as will their ability to make ad hoc interpretive rules.  
Given the shaky ground on which Chevron deference stands, I reiterate my previous suggestion that the 
USPTO follow the plain and unambiguous language of the federal regulations rather than interpret the 
rules to be something other than what they say simply because it is beneficial to the USPTO.   
 

b. Even assuming Seminole Rock/Chevron deference does apply to the USPTO’s 
interpretation of 37 CFR §§ 1.142-145, the USPTO’s interpretation is still an abuse of 
discretion because it is erroneous and inconsistent with the CFR. 

 
Assuming that Seminole Rock/Chevron deference does apply, the USPTO’s practice of issuing restriction 
requirement on final Office actions is still an abuse of its discretion because it is erroneous and 
inconsistent with the CFR.  In particular, the USPTO’s attempt to exempt 37 CFR § 1.145 from the timing 
requirement in 37 CFR § 1.142(a) by asserting that 37 CFR § 1.142(a) applies only to originally presented 
claims goes against basic principles of statutory/regulatory drafting and construction. 
 
Unfortunately the relevant portions of 37 CFR §§ 1.142, 145 were written before the APA was enacted so 
there is little to no record of their legislative history.  Therefore, we must look to the words and structure 
of the regulations themselves when determining if an interpretation of these regulations is erroneous 
and/or inconsistent. 
 



Looking to the words of 37 CFR § 1.142(a) itself, they do not remotely suggest that the regulation’s scope 
(and its concomitant timing requirement for restriction requirements) should be limited to only originally 
presented claims as asserted in your letter.  Beginning with its preamble, 37 CFR § 1.142(a) does not state 
“[i]f two or more independent and distinct inventions are claimed in the originally presented claims of a 
single application . . .”  Nor does it begin with “[i]f two or more independent and distinct inventions are 
claimed in a single application before a first Office action . . .” Rather, the preamble of the regulation 
begins by stating that  “two or more independent and distinct inventions are claimed in a single 
application,” indicating that its timing requirement should apply regardless of whether or not the claims 
have been amended after an Office action.    
 
Further, the words of the regulation confirm that a restriction requirement “may be made at any time 
before final action.”  By definition, this “any time before final action” includes any time after a first Office 
action where the claims have been amended.  The only support you provide for your interpretation comes 
from the language immediately preceding the timing requirement, where 37 CFR § 1.142(a) states that 
“[s]uch [a restriction] requirement will normally be made before any action on the merits” (on originally 
presented claims). However, this language merely suggests one example time at which a restriction 
requirement may be issued, and does nothing to limit the applicability of the timing requirement for a 
restriction.  Nowhere does the regulation provide exceptions to the timing requirement, nor does the 
regulation provide any indication that the timing requirement should be precluded or exempted under 
any condition.  For example, the regulation does not read “a restriction requirement may be made at any 
time before final action so long as the claims have not been amended.”  Thus, the exception you have 
chosen to read into 37 CFR § 1.142(a) is inconsistent with the regulation, since the regulation expressly 
applies “any time before final action,” which includes any time before final where the Applicant has 
amended the claims after a first Office action.  Thus, even if a first action has been issued, and even if 
Applicant has amended the claims in response, the USPTO cannot issue a restriction on a final action, 
because (1) 37 CFR § 1.142(a) expressly prohibits this practice, and (2) no exception to this timing 
requirement exists in 37 CFR § 1.142 itself. 
 
If the drafters of 37 CFR § 1.142(a) had intended for there to be an exception to the timing requirement, 
then, following basic principles of statutory and regulatory drafting, they would have crafted such an 
exception explicitly within 37 CFR § 1.142 itself.  This is because, as a general rule, exceptions to a rule are 
written in a subsection of that rule (within the same section of the regulations), so that it is clear to which 
general rule the exception actually applies.  This helps delimit the metes and bounds of the rule.  But, 37 
CFR § 1.142 includes no such exception.  And, the exception that the USPTO is attempting to read into 
section 1.142, namely section 1.145, was drafted intentionally as an entirely separate section in the 
regulations.   Reading in exceptions to a rule from other sections of the regulations is contrary to standard 
principles of statutory interpretation, because doing so creates unintended loopholes in the rule that 
effectively neuter the rule.   
 
In particular, if exceptions to a rule are allowed to be read in from other sections of the regulations, then 
what is the point of the rule itself?  And, if one exception can be read in to a rule, what prevents other 
exceptions from being read in as well?  If a rule can be undermined and avoided so capriciously by simply 
reading in exceptions from other sections, how is the rule a rule at all?  It’s not, and this is exactly why 
statute and regulation drafters do not intend exceptions to a general rule to be read in to the rule from 
entirely different sections of the regulations.  Further, if the regulation drafters do make exceptions in 
entirely different sections of the regulations, then they at least make those exceptions explicit so that the 
exception’s existence and applicability is clear.  But, the words of 37 CFR § 1.145 include no such express 
exception.  Nowhere does 37 CFR § 1.145 expressly state that it is not subject to the requirements of 37 



CFR § 1.142.  Nowhere does the regulation affirmatively state that the Applicant will be required to restrict 
on a final action.   
 
In sum, the structure and organization of 37 CFR §§ 1.142-1.145 confirm that the drafters did not intend 
section 1.145 to be exempt from the timing requirement of section 1.142.  In particular, if section 1.145 
was intended to be an exception to the timing requirement of 37 CFR § 1.142(a), then the drafters would 
have crafted section 1.145 as a subsection of 37 CFR § 1.142(a), or at the very least would have made it 
explicitly clear in section 1.145 itself, that section 1.145 was exempt from the timing requirement of 
section 1.142.  Instead, the drafters of 37 CFR § 1.145 purposefully drafted it as a separate section from 
1.142, and did not include such an explicit exemption from the timing requirement of 1.142.  Thus, the 
USPTO’s attempt to read in section 1.145 as an exception to the timing requirement in section 1.142 is 
erroneous and inconsistent with the CFR, because such an interpretation is contrary to the drafters’ 
intent, as confirmed by basic principles of statutory drafting and interpretation.   
 
As one further issue, your letter indicates that applicants are not forced to file an RCE because they can 
“request reconsideration and withdrawal” of the requirement, or that they could reach out to the 
examiner for an interview.  With all due respect, I am sure you realize those actions do nothing to toll the 
deadline and, in my experience handling thousands of cases before the USPTO, they rarely are successful. 
But it no way does that somehow justify illegal agency action that violate the CFR.   
 
I respectfully request that you continue to investigate this issue and to notify me of any further 
conclusions that you come to as to how to best address this situation.   
 
If you have any questions or if I may be of service in any way in discussing this matter or otherwise, please 
do not hesitate to contact me.   
 
John D. Russell, Ph.D. 
john@mccrus.com 
 
 
 
 
 


